IN THE UNI TED STATES DI STRI CT COURT
FOR THE DI STRI CT OF MARYLAND

STERL|I NG ACCEPTANCE *
CORPORATI ON
Plaintiff *
VS. * ClVIL NO H01-2921

TOWARK, INC., d/b/a Sterling *
Associ at es

Def endant *

* * * OOO * * *

VEMORANDUM OPI NI ON

In this civil action, plaintiff Sterling Acceptance
Corporation has brought suit against defendant Tommark, Inc.,
al I eging federal trademark clains and a clai mof unfair conpetition
under Maryl and conmon [ aw. Pursuant to a Scheduling Order entered
by the Court, the parties have now conpl eted di scovery.

Presently pendi ng before the Court are defendant’s notion for
summary judgnment and plaintiff’s nmotion for partial sunmary
j udgnent . Defendant has also filed a notion to strike certain
affidavits which were submtted by plaintiff in support of its
notion for partial summary judgnent. Menor anda and vol unm nous
exhibits in support of and in opposition to the pending notions
have been subm tted by the parties. In support of their positions,
the parties have submtted affidavits, exhibits and excerpts from

depositions taken during discovery. A hearing on the notions has



been held in open court. For the reasons stated herein, the Court
will grant in part and deny in part defendant’s notion to strike
affidavits, will grant defendant’s notion for summary judgnment and
will deny plaintiff’s notion for partial summary judgnent.

I

Backgr ound Facts

Plaintiff Sterling Acceptance Corporation is a Maryland
corporation with its principal place of business in Edgewater,
Maryl and. Plaintiff was founded in 1987 and is in the business of
providing marine |ending services to the boat buying public and
al so recreational vehicle |l ending services to private individuals.
Marine |ending services include the making of arrangenents for
banks to provide | oans to prospective purchasers of boats and ot her
marine vessels. Plaintiff offers its services both regionally and
national ly. By 1990, plaintiff had nmade arrangenents for boat
loans in at |east twenty-seven states, including Massachusetts.
Since 1996, plaintiff has handl ed approxi mately 850 | oans totaling
$103 million.

Since its inception, plaintiff has used the mark “STERLI NG
ACCEPTANCE CORPORATION' to identify its business. That is alsoits
corporate nane. On August 1, 1995, the United States Patent &
Trademark O fice issued to plaintiff United States Trademark
Regi stration No. 1,908,779 for a nmark consisting of a pyram da
shaped design with a dollar sign contained therein and with the
words “STERLI NG ACCEPTANCE CORPORATI ON' underneath. The words
“STERLI NG, 7 “ ACCEPTANCE” and CORPORATI ON' appear on three different

lines, one word on each line, directly bel owthe pyram dal design.
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The spacing of the words is such that each word is exactly as | ong
as the base of the pyram dal design. In nmarketing its services,
plaintiff uses various conbi nations of the word “Sterling” together
wi th the pyram dal design and the statutory notice of registration
synbol ®.

Plaintiff advertises both regionally and nationally in
magazi nes, and representatives of plaintiff attend trade and boat
shows held throughout the country. In addition, plaintiff
mai ntains a website under the name “sterlingacceptance.coni, a

domai n nane which was registered on February 4, 1998. Plaintiff

al so owns t he domai n names “sterlingboatloan. cont,
“sterlingboatloan.net”, and “sterlingboatl oans.net”. Each of these
domain nanmes |links to the plaintiff’s primary website
“sterlingacceptance.com” These secondary domain nanmes were

registered on July 26, 1999, July 28, 1999, and July 28, 1999,
respectively.

Def endant Tommark, Inc. is a Massachusetts corporation with
its principal place of business in Witinsville, Massachusetts. In
1991, defendant was founded by Tom Snmith and Mark Moriarty and was
incorporated in Sterling, Massachusetts. The nanme “Tommark” is
derived by conbi ning the co-founders’ first nanes. Like plaintiff,
defendant is in the business of providing marine | ending services
as well as loans to private individuals for the purchase of
manuf act ur ed housi ng.

Def endant does busi ness under the name “STERLI NG ASSOC| ATES”,
and ordinarily uses this nanme in conbination with an anchor | ogo.

Def endant has two offices, one in Whitinsville, Massachusetts and
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the other in Fort Lauderdale, Florida. Defendant provides narine
financi ng services both regionally and nationally, and arranges for
boat and housing loans in all forty-eight contiguous states. Since
1993, defendant has arranged for the financing of |oans totaling
approximately $465 mllion in vol une.

Def endant advertises both regionally and nationally in
magazi nes and markets its services at trade and boat shows held
t hroughout the country. Defendant nmaintains a website under the
domain nane “sterlingboatl|l oans.com” The domain nanme was
regi stered on Septenber 17, 1998. Defendant al so owns the domain
name “boat banker. net”, which links to defendant’s primary
websi t e.

On July 5, 2001, plaintiff’s counsel sent a letter to
defendant advising it of the rights clained by plaintiff in its
regi stered mark and demanding that defendant inmediately cease
using its confusingly simlar nanme and mark. On August 15, 2001,
counsel for defendant replied, stating that defendant’s use of its
name and mark did not infringe on plaintiff’s mark.

On Cctober 2, 2001, plaintiff filed a three count conplaint in
this Court nam ng Sterling Associates, Inc. as the sol e defendant.
After defendant had filed a notion to dismss asserting that
plaintiff had sued the wong defendant, an anended conpl ai nt was

filed by plaintiff nam ng Tommark, Inc. as the sole defendant.?

! On Decenber 20, 2001, this Court granted plaintiff’s notion
for leave to anend the conplaint and deni ed defendant’s notion to
dism ss as noot. The anended conplaint was deened to have been
filed on Decenber 20, 2001.



Plaintiff’s anended conpl ai nt contains three counts. Count |
all eges that defendant has infringed on plaintiff’'s federally
regi stered trademark in violation of 15 U S.C. § 1114. Count 11
all eges that defendant’s use of its nane and marks constitutes a
fal se designation of origin as to the marine |ending services
of fered by defendant in violation of 8§ 1125(a). Count 111 alleges
t hat defendant’s use of its name and mark constitutes comon | aw
infringenment and unfair conpetition. As relief, plaintiff seeks
damages, a pernmanent injunction, an accounting, attorneys’ fees and
costs.

|1

Summmary Judgnment Principles

A defendant noving for summary judgnent bears the burden of
showi ng t he absence of any genui ne issue of material fact and that
it isentitled to judgnment as a natter of law. Barwi ck v. Cel otex

Corp., 736 F.2d 946, 958 (4th Cr. 1984). Were, as here, the

nonnoving party wll bear the ultimte burden of persuasion at
trial, "the burden on the noving party [at the sunmary judgnment
stage] may be discharged by 'showing' -- that is, pointing out to
the district court -- that there is an absence of evidence to
support the nonnoving party's case.” Celotex Corp. v. Catrett, 477
U S. 317, 325 (1986).

One of the purposes of Rule 56 of the Federal Rules of G vil
Procedure is to require a plaintiff, in advance of trial and after
a nmotion for sunmary judgnment has been filed and properly
supported, to cone forward with sone mnimal facts to showthat the

def endant may be liable under the clains alleged. See F.R Gv.P.
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56(e). If the nonnoving party "fail[s] to make a sufficient
showi ng on an essential element of [its] case with respect to which

[it] has the burden of proof,” then "the plain | anguage of Rule
56(c) mandates the entry of summary judgment." Catrett, 477 U S
at 322, 323.

Wi le the facts and all reasonabl e i nferences drawn therefrom
must be viewed in the light nost favorable to the party opposing

the notion, Ross v. Communications Satellite Corp., 759 F.2d 355,

364 (4th Cr. 1985), "when the noving party has carried its burden
under Rule 56(c), its opponent nust do nore than sinply show that
there is some netaphysical doubt as to the nmaterial facts.”

Mat sushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U. S. 574,

586 (1986). "'Anere scintilla of evidence is not enough to create
a fact issue; there nust be evidence on which a jury mght rely.""
Barwi ck, 736 F.2d at 958-59 (quoting Seago v. North Carolina
Theaters, Inc., 42 F.R D. 627, 640 (E.D.N. C. 1966), aff'd, 388 F. 2d

987 (4th Cir. 1967), cert. denied, 390 U. S. 959 (1968)). WMbreover,

only disputed issues of material fact, determ ned by reference to

t he applicabl e substantive law, will preclude the entry of sumary
j udgnent . "Factual disputes that are irrelevant or unnecessary
will not be counted." Anderson v. Liberty Lobby, Inc., 477 U S.

242, 248 (1986).

In the absence of the necessary mniml showing by the
plaintiff that the defendant nmay be |iable under the «clains
al l eged, the defendant should not be required to undergo the
consi der abl e expense of preparing for and participatinginatrial.

See Catrett, 477 U. S. at 323-24; Anderson, 477 U S. at 256-57

6



| ndeed, the Fourth Crcuit has stated that, with regard to notions
for summary judgnent, the district courts have "an affirmative
obligation . . . to prevent 'factually unsupported clainms and

defenses' from proceeding to trial." Felty v. Gaves-Hunphreys

Co., 818 F.2d 1126, 1128 (4th CGr. 1987) (quoting Catrett, 477 U.S.
at 323-24).

Applying these principles to the facts of record here, this
Court has concluded that defendant’s notion for sunmary judgnent
nmust be granted as to all three counts of the conplaint. Since the
facts of record here “taken as a whole could not lead a rational
trier of fact to find for the [plaintiff], there is no ‘genuine
issue for trial.”” Matsushita, 475 U. S. at 587.

Rul e 56(e) governs the requirenents for affidavits filed in
support of a notion for summary judgnent. Rule 56(e) states:

Supporting and opposing affidavits shall be nade on
per sonal know edge, shall set forth such facts as would
be adm ssible in evidence, and shall show affirmatively
that the affiant is conpetent to testify to the matters
stated therein. Sworn or certified copies of all papers
or parts thereof referred to in an affidavit shall be
attached thereto or served therew th.

When an affidavit does not neet these standards, it is subject

to a notion to strike. Metropolitan Life Ins. Co. v. Hall, 9

F. Supp.2d 560, 561, n.2 (D M. 1998). The Fourth Circuit has

stated that “sunmmary judgnent affidavits cannot be conclusory or

based on hearsay.” Evans v. Technol ogies Applications & Serv. Co.,
80 F.3d 954, 962 (4th Cir. 1996).
11
Defendant’s Mdtion to Strike




In support of its nmotion for partial summary judgnent,
plaintiff has submtted affidavits and suppl enental affidavits of
Dave Trostle, Karen Trostl e, and George Petrarca, and affidavits of
Ri chard Royer and Robert Durity.? Several of these affidavits were
submtted by plaintiff with its opposition to defendant’s notion
and with its reply menorandum® Ms. Trostle is co-founder and
President of plaintiff, and M. Trostle is Vice President of
plaintiff. Petrarcais a Vice President of Ctizens Bank of Rhode
| sl and in charge of specialized | ending, while Royer is the owner

of Chesapeake Bay magazine and Of Shore nmgazine. Durity is

enpl oyed by Trader Publishing Conpany whi ch publishes Yacht Trader

magazi ne.

In its notion to strike, defendant has chall enged various
par agr aphs of the affidavits of the Trostles and Petrarca, claimng
that certain statenments contai ned therein are not based on personal
knowl edge of the affiants, that the affiants are not conpetent to
provide testinony relating to certain matters which they have
di scussed, and that sone of the affiants’ statenents constitute
i nadm ssi bl e hearsay.

The Court has now reviewed each of the affidavits and

suppl enental affidavits challenged by defendant. Many  of

’The affidavit of Jun Y. Lee, Esq., one of plaintiff's
attorneys, has been w t hdrawn.

3At the hearing held on the pendi ng notions, the Court granted
defendant’s notion to strike the supplenental affidavit of Ceorge
Petrarca and the second supplenmental affidavit of Karen Trostle
which were filed on Septenber 13, 2002, a date after the pending
nmoti ons had been fully briefed.



defendant’s argunents are wi thout nerit. However, several portions
of the affidavits in question will be stricken on the ground that
they do not conmply with Rule 56(e).

I n Paragraph 21 of her supplenental affidavit, M. Trostle
states that it is her “understanding” that defendant works wth

Citizens Bank. Paragraph 21 will be stricken because the words “ny
under st andi ng” indicate a | ack of personal know edge. See Francis

v. Board of Sch. Conmm ssioners, 32 F.Supp.2d 316, 323 (D. M.

1999). Paragraph 22 of M. Trostle s supplenental affidavit
relates to msdirected wire transfers nmade by Citizens Bank. The
second sentence of this paragraph constitutes inadm ssi bl e hearsay
and will be stricken.

Par agraph 13 of the supplenental affidavit of M. Trostle
alleges that on nore than one occasion plaintiff received
m sdirected | oan applications. Paragraph 14 describes one such
i nstance and refers to an attached docunent. Because plaintiff did
not attach any other docunents disclosing msdirected |oan
applications as required by Rule 56(e), the Court will strike the
words “on nore than one occasion” fromthe first sentence of said
Par agraph 13. Paragraph 19 of M. Trostl e’ s suppl enental affidavit

deals wth an advertising error nmade by Motor Boating magazine. It

is stated that a representati ve of the nagazi ne expl ai ned that the
error in question was due to confusion of the names of the two
conpani es. The statenent in question constitutes inadm ssible
hearsay, inasnmuch as there is no evidence, as argued by the
plaintiff, that the statenent of the nagazine representative was

against his interest at the tine that it was made. The Court will
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therefore strike all but the first two sentences of Paragraph 19 of
M. Trostle’ s supplenental affidavit. Paragraph 22 of M. Trostle’s
suppl emental affidavit nentions an over billing of plaintiff for an

advertisenment placed in Yacht Trader magazine. It is stated that

a representative of the magazine explained that plaintiff was
charged for his own advertisement as well as for defendant’s
adverti senent. The statenent of the magazine representative is
i nadm ssi bl e hearsay, and the Court will therefore strike the |ast
two sentences of Paragraph 22.

Def endant has not net its burden of establishing that any of
the other challenged statenments in the affidavits do not conply
with the requirenents of Rule 56(e). None of these other
chal | enged statenents will therefore be stricken.

For the reasons stated, defendant’s notion to strike
affidavits will be granted in part and denied in part.

|V

The Pendi ng Mdtions for Summary Judgnent

Both plaintiff’s nmotion for partial summary judgnment and
defendant’s notion for sunmmary judgment present issues arising
under trademark | aw. The question which the Court wll first
address is whether there are any genuine issues of material fact
which would preclude the entry of summary judgment in favor
defendant as to both liability and damages. |If defendant is as a
matter of law entitled to the entry of summary judgnent in its
favor, then obviously plaintiff’s notion for partial sunmary
j udgnment nust be deni ed.

To prevail on a claimfor trademark infringenent and unfair
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conpetition under Sections 32(1) and 43(a) of the Lanham Act, a
“conpl ai nant nust denonstrate that it has a valid, protectible
trademark and that the defendant’s use of a colorable imtation of
the trademark is |likely to cause confusi on anong consuners.” Lone

St ar St eakhouse & Sal oon, Inc. v. Alpha of Virginia, Inc., 43 F. 3d

922, 930 (4th Cir. 1995). The test for trademark infringenent and
unfair conpetition under state law is the sanme as the test under

t he Lanham Act. Resorts of Pinehurst, Inc. v. Pinehurst Nat’

Corp., 148 F.3d 417, 422 (4th Gr. 1998) (holding that |ikelihood

of confusion is the basic test for both commpn |aw and federal

trademark infringenent); Mcrosoft Corp. v. Gey Conputer, 910
F. Supp. 1077, 1088 (D. M. 1995) (holding that the Lanham Act’s
i kel i hood of confusion test is the test for unfair conpetition
under Maryland comon | aw).

In this case, it is not disputed that plaintiff has a valid
protectible trademark. Since August 1, 1995, plaintiff has owned
a valid registered trademark for a mark consisting of a pyram da
shaped design with a dollar sign therein and the separate words
“STERLI NG ” ACCEPTANCE,” and “CORPORATION' placed thereunder.
Plaintiff’s regi stered mar k IS now “incontestable.”
I ncontestability is “conclusive evidence of the validity of the
registered nmark and of the registration of the mark, of the
registrant's ownership of the mark, and of the registrant's
exclusive right to use the registered mark in commerce.” 15 U. S. C
§ 1115(b). However, incontestability al one does not establish a
i keli hood of confusion. Lone Star, 43 F.3d at 933.

The essential dispute in this case concerns whether a
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i kelihood of confusion exists. A likelihood of confusion exists
when t he defendant’s use of a colorable imtation of the registered
mark is likely to cause confusion. Lone Star, 43 F.3d at 930
Al t hough t he determ nati on whet her a |ikelihood of confusion exists
is an inherently factual issue dependent on the specific facts and

circunstances in each case, see Lone Star, 43 F.3d at 933 and Petro

Stopping CGtrs., L.P. v. Janes River Petroleum Inc., 130 F.3d 88,

92 (4th Gr. 1997), summary judgnment may in an appropriate case be
entered on the |ikelihood of confusion issue. Lone Star 43 F. 3d at
935.

A district court in the Fourth Grcuit mnust consider the
follow ng seven factors in determning whether a I|ikelihood of
confusion exists in a particular case: (1) the strength or
di stinctiveness of the senior mark; (2) the simlarity of the two
marks; (3) the simlarity of the goods and services that the marks
identify; (4) the simlarity of the facilities that the two parties
use in their businesses; (5) the simlarity of the advertising the
two parties use; (6) the defendant’s intent; and (7) actual

conf usi on. Id. at 933; Pizzeria Uno Corp. v. Tenple, 747 F.2d

1522, 1527 (4th Cr. 1984). Not all of these factors are of equal
rel evance in every case. 1d.
(a)
Liability
Following a careful review of the volum nous evidentiary
materials submtted by the parties, this Court has concl uded that
defendant is entitled inthis case to the entry of sumary judgnment

inits favor. The Court is satisfied that a reasonable jury could
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not on the record here find that there exists a |ikelihood of
confusi on between plaintiff’s registered trademark and def endant’s
mar K.

The Court’s determnation of the ultimate issues in this
trademar k case nust be based on its eval uation of the seven factors
listed in the Fourth Grcuit’s Lone Star decision. Several of
those factors may indeed be resolved in favor of the plaintiff,
nanmely Nos. 3, 4 and 5. However, insofar as the other four factors
are concerned, defendant has pointed to conclusive evidence in the
record which supports its contention that they shoul d be determ ned
in defendant’s favor.

(i)

Strength or Distinctiveness of the Mark

I n determ ning the strength or distinctiveness of a trademark,
t he Court must wei gh two separate aspects: (1) conceptual strength,
namel y the placenent of the mark at issue on the spectrumof marks;
and (2) commercial strength, the marketplace recognition of the

mar k. Wrld G/m Licensing Ltd. v. Fitness Wrld, Inc., 47

F. Supp.2d 614, 621-22 (D. M. 1999). Conceptual strength is
determined by placing the mark on the spectrum of generic,
descriptive, suggestive and arbitrary. The word “Sterling”, which
is coomonly used inthe term®“Pound Sterling”, ordinarily refers to
nmoney. Wen the word is used in connection with services provided
by a business in the financial field, it suggests a nental inmge or
commerci al inpression of noney or finances.

The facts here support the conclusion that plaintiff’s mark is

suggestive. Plaintiff’s mark suggests rather than describes sone
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characteristic of the services to which it is applied and requires
t he consuner to exercise his imagination to reach a concl usion as
to the nature of those services. Lone Star, 43 F.3d at 934

Pizzeria Uno, 747 F.2d at 1528. The placenent of a mark in the

suggestive category, however, is nerely the first stepin acourt’s
assessnment of the strength of the mark for purposes of applying the
i keli hood of confusion test. Petro, 130 F.3d at 93. A mark held
to be suggestive nay be found under the particul ar circunstances of
a case to be weak under the first |ikelihood of confusion factor.
Ld.

On the record here, this Court concludes that plaintiff’s mark
| acks comrercial strength. Evidence of record indicates that the
word “Sterling” is used by a large nunber of businesses which
provi de financial services, including nmany that arrange for boat
| oans. Moreover, evidence disclosed by the Patent and Trademark
Ofice’s online database show eighteen registrations in the
financi al services class which include the word “Sterling” and over
three hundred and fifty registrations in other classes which
include the word “Sterling”. In Petro, the Fourth Circuit held
t hat evidence of nunmerous third-party federal registrations of or
applications for the word “Petro” supported the district court’s
conclusion that Petro was a weak mark. Petro, 130 F.3d at 93, 94.
In Bridges in Organizations, Inc. v. Bureau of National Affairs,

Inc., 1991 W 220807 *8 (D.Mwd. 1991), Judge Black of this Court

held that although plaintiff’s mark “Bridges in Healthcare” may

have been suggestive, it was not strong because the word “Bri dges”
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was conmonly used in the relevant field.* Significant evidence in
the record here of third-party use of the word “Sterling” in the
financial services industry and in other trademark registrations
| eads to the conclusion that plaintiff’s mark i s weak and does not
acquire significant secondary neaning. See Petro, 130 F. 3d at 93;

Pizzeria Uno, 747 F.2d at 1530-31.

For these reasons, this Court concludes that the first factor
of the Lone Star test favors the defendant.
(i)
Simlarity of the Marks

I n deci ding whether the two narks at issue are simlar, each
one nust be examned inits entirety. Plaintiff’s registered mark
is a conbination of a design consisting of a triangle wth
hori zontal lines and a dollar synbol therein, together with the
wor ds “ STERLI NG, " “ ACCEPTANCE, ” and “ CORPORATI ON' pl aced under neat h
the design on separate |ines. Defendant’s unregi stered nmark
ordinarily includes the word “Sterling” with an anchor | ogo
underneath and the word “Associ ates” placed under the anchor. As
stated by Auzville Jackson, Esq.® in his report, the different
wording and designs used by plaintiff and by defendant in
conbination with the word “Sterling” are sufficient to create

clearly different audi bl e, visual and conmercial inpressions. Wen

“Al though Judge Black granted plaintiff'’s notion for a
prelimnary injunction in Bridges, he found fromthe evidence that
plaintiff’s |ikelihood of success in proving trademark i nfringenent
was mnimal. |1d. at *14.

M. Jackson is a patent and trademark attorney who has
testified as an expert wtness in many patent and trademark cases.
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each is viewed inits entirety, this Court woul d agree that the two
mar ks are quite different.

O considerable significance in this case is the fact that
plaintiff and defendant have concurrently used their marks for a
period of alnobst ten years. Def endant began using the term
“STERLI NG ASSCCI ATES” in 1991, and it was not until 2001 that
plaintiff conplained of possible confusion. Representati ves of
both plaintiff and defendant have attended the same trade and boat
shows and have i nteracted at various ot her conventions and i ndustry
events over a period of many years. Both plaintiff and def endant
mai nt ai ned separate booths at trade shows. | ncl uded anong the
exhibits submtted by plaintiff are col or phot ographs of the booths
mai ntai ned by plaintiff and defendant at a trade show, each booth
topped by a banner displaying the parties’ respective marks.
Plaintiff’s banner displays the Sterling Acceptance Corporation
trademark with its pyramd, dollar sign and separate words, and
defendant’s banner shows the Sterling Associates nane with an
anchor logo |ocated between the word “Sterling” and the word
“Associ ates.” Prospective custoners view ng these displays would
be readily able to distinguish between the two nmarks. Had
custoners believed that the two marks were confusingly simlar
there woul d certainly have been nore evidence of actual confusion
than that presented by plaintiff in this case. Def endant’ s
concurrent use of its corporate nane for nearly ten years at the
sane tinme that plaintiff was using its mark w thout a conpl aint
from plaintiff gave defendant good cause to believe that it was

entitled to continue to use its mark because it was dissimlar.
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See Wrld Gym 47 F. Supp.2d at 623.

For these reasons, the Court concludes that the second factor
of the Lone Star test al so favors defendant.
(iii)

Simlarity of Services, Facilities and Adverti sing

Def endant concedes that the third, fourth and fifth factors of
the Lone Star test favor the plaintiff. Both plaintiff and
def endant provide marine financing services to their customers.
The facilities of both parties include offices, and they both
mai ntain a website and use exhibit booths at trade shows. Bot h
plaintiff and defendant advertise at trade shows, in trade
publications and by way of the internet.

These factors do little nore than indicate that plaintiff and
def endant have for many years been conpetitors in providing marine
financing services to prospective boat owners. They have been
conpetitors for a period of sone ten years between 1991 and 2001.
In the latter year, plaintiff finally objected to defendant’s use
of its “Sterling Associates” mark, even though it undoubtedly had
known fromthe interaction of the parties’ representatives at trade
shows and el sewhere that defendant had al so been using the word
“Sterling” for many years in pronoting its business.

Under the circunstances, the third, fourth and fifth factors,
al though favoring plaintiff, are not in this case entitled to as
much wei ght as the first, second, sixth and seventh factors in the
Court’s determ nation of the issue whether defendant’s use of its
mark was |ikely to cause confusion anong consuners. As the Fourth

Circuit noted in Pizzeria Uno, not all of the Lone Star factors are
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of equal relevance in every case. 747 F.2d at 1527.
(iv)

Def endant’s | ntent

Evi dence of bad faithis a strong indication that a likelihood

of confusion exists. Pi zzeria Uno, 747 F.2d at 1535. In that

case, the Court expl ai ned:

If there is intent to confuse the buying
public, this is strong evidence establishing
i kelihood of confusion, since one intending
to profit fromanother’s reputation generally
attenpts to nmmke his signs, advertisenents,
et c. to resenble the other’s so as
deliberately to induce confusion. 1d.

There is no evidence in this record that defendant acted with
bad faith. The nane “Sterling Associ ates” was chosen based on the
geographic location where defendant’s business was originally
founded, nanely Sterling, Mssachusetts. As indicated by the
testinmony of its co-founder TomSnith, defendant was not even aware
of the existence of plaintiff’s business when it chose the term
“Sterling Associates” as a part of its corporate nane. Evidence
does not exist in this case that defendant chose its corporate nane
inorder to deliberately induce confusion with plaintiff’s mark and
to thereby profit fromplaintiff’'s reputation. At notinme prior to
2001 during the ten year coexi stence of the two parties in the sane
marine financing field did plaintiff ever accuse defendant of
intentionally wusing a nane simlar to the mark wunder which
plaintiff did business.

There is no nerit to plaintiff’s contention that defendant’s

bad faith may be inferred from circunstantial evidence. That
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def endant continued to use the mark “Sterling Associates” after
plaintiff registeredits trademark in 1995 is hardly evidence of an
intention on the part of defendant to profit by doing business
under plaintiff’s mark. Defendant had every right to assune under
the circunstances here that consuners would not |likely be confused
because there were observable differences in the two nmarks.

For these reasons, this Court concludes that defendant acted
in good faith in choosing to do business under the nanme “Sterling
Associ ates” when it comenced its operations in 1991. Nor did
def endant act in bad faith when it continued to use that nanme after
plaintiff registered its trademark in 1995. The sixth factor
t herefore favors defendant.

(v)

Evi dence of Actual Confusion

In arguing that there is substantial evidence in the record
here of actual confusion, plaintiff relies primarily on instances
i n whi ch banks, trade nagazi nes and i nternet service providers my
have confused defendant’s mark with that of plaintiff. But
evi dence of this sort is entitled to little weight. As the Fourth
Crcuit held in Lone Star, a plaintiff suing under the Lanham Act
for trademark i nfringenment and unfair conpetition nust prove, inter
alia, that “the defendant’s use of a colorable imtation of the
trademark is |ikely to cause confusi on anong consuners.” (Enphasis
added). 43 F. 3d at 930. Relevant confusion is that which affects
t he purchasing and selling of the goods or services in question.

Lang v. Retirenment Living Pub. Co., Inc., 949 F.2d 576, 583 (2d

Cr. 1991), (citing Programmed Tax Systens, Inc. v Raytheon Co.,
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438 F. Supp. 1128, 1132 (S.D.N. Y. 1977)). Trademark infringenent
protects only agai nst m staken purchasi ng deci si ons and not agai nst

confusion generally. Lang, 949 F.2d at 583 (citing Restatenent

Third of Unfair Conpetition, 8 20, reporter’s note at 179).

Any lost profits or injury to its reputation suffered by
plaintiff would necessarily have resulted because prospective
custoners becane confused by the simlarity of the two marks and
did business with defendant rather than with plaintiff. Quite
obvi ously, banks, trade nmgazines and internet service providers
are not consunmers of the services provided by plaintiff and
defendant to prospective purchasers of boats. Evi dence of this
sort relating to possible confusion by an entity which is not “a
potential custoner of the parties” is entitled to little weight.
Bridges, 1991 W. 220807 at *12. There is no nmerit to plaintiff’s
contention that banks shoul d be consi dered consuners of plaintiff’s
servi ces because banks receive a comm ssion or fee for the |oans
made by them A bank does not even participate in a particular
transaction until an actual consumer has agreed to do business with
either plaintiff or defendant. Any actual confusion on the part of
a consuner would already have occurred before a bank entered the
pi cture.

Plaintiff has here presented only neager evidence of actual
confusion by consunmers. The record in this case does not contain
any affidavits or deposition excerpts of individuals who sought
boat | oans and who, because of the simlarity of the parties’
mar ks, confused the services offered by plaintiff with those of

defendant. Plaintiff has submtted only a few docunents i ndicating
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that an applicant for a |loan confused plaintiff’s and defendant’s
busi nesses. In his supplenental affidavit, M. Trostle states that
he is aware of “nunerous instances” wherein plaintiff received
witten communi cations fromthird parties addressed or pertaining
to “Sterling Associates” and that these third parties included
prospective applicants for | oans. This conclusory statenent is
entitled to no weight, since M. Trostle admts that plaintiff’s
records do not include copies of any such witten conmuni cati ons.
Pursuant to Rule 56(e), a statenent of this sort may not be
credited unless certified copies of papers referred to in the
affidavit are attached. Mor eover, no where does M. Trostle say
how many prospective | oan applicants are included in the instances
menti oned by him

In Petro, the Fourth Crcuit held that evidence of only a few
i nstances of actual confusion were de minims and worthy of little
wei ght . 130 F.3d at 95. Were, as here, each of the parties
engaged in a large volune of comrerce over a |lengthy period of
time® and where plaintiff can point to only sone 10 i nstances where
the marks may have been confused by non-consuners, such neager
evi dence of actual confusion is at best de mnims. 1d. As this

Court noted in Penns Ol Co. v. Crown Central Petroleum Corp., 50

F. Supp. 891, 900 (D. Md. 1943), occasional instances of confusion or
t houghtl ess errors by inattentive purchasers are of little

significance. See also Nutri/System Inc. v. Con-Stan I ndustries,

6Since 1996, plaintiff has arranged for sonme 850 |oans
totaling some $103 million. Since 1993, defendant has arranged for
the financing of |loans totaling sone $465 mllion.
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Inc., 809 F.2d 601, 606-07 (9th CGr. 1987).

To prevail in a trademark case of this sort, a plaintiff nust
show t hat “an appreci abl e nunber of reasonabl e consuners” woul d be
confused as to the source of the services offered by the parties by

reason of their respective narks. Inc. Publishing Corp. V.

Manhattan Magazine, Inc., 616 F.Supp. 370, 386 (S.D.N.Y. 1985),
aff'd. 788 F.2d 3 (2d Cr. 1986). Plaintiff has not in this case
present ed proof that an appreciabl e nunber of persons seeki ng boat
| oans were |ikely confused by the two marks at issue. As the Court

noted in King of the Muuntain Sports, Inc. v. Chrysler Corp., 185

F.3d 1084, 1092 (10th Cr. 1999), a handful of anecdotal evidence
is de mnims and does not support a finding of a genuine issue of
material fact as to the |ikelihood of confusion.
For these reasons, this Court concludes that the seventh
factor also favors the defendant.
(vi)

Summary of Factors

In applying in this case the seven Lone Star factors, this
Court concludes that plaintiff has not shown that defendant’s use

of a colorable imtation of its trademark is likely to cause

confusi on anbng consuners. Four of the seven factors have been
found to favor defendant. The three determined to be in
plaintiff’'s favor will not, because of their nature, be given the

wei ght to which the other four are entitled. The cumul ative wei ght
of all seven factors favors defendant.
The Court’s discussion herein of plaintiff’s right to a

recovery under 15 U.S.C. 8§ 1114 is |i kewi se applicable to the claim
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of plaintiff asserted in this case under 15 U. S.C. § 1125(a).’ In
the absence of adequate proof of the |ikelihood of confusion,
plaintiff is not entitled to prevail under either § 1114 or §
1125(a). Moreover, the test for common | aw trademark i nfringenent
and unfair conpetition under Maryland lawis the sane as that under
the Lanham Act, nanely proof of the 1likelihood of confusion.

M crosoft Corp., 910 F. Supp. at 1088.

Accordingly, this Court is satisfied that no reasonable jury
could on the evidence in this record find for the plaintiff on the
issue of liability presented by any one of the three Counts of the
anended conplaint. Defendant’s notion for summary judgnent will
therefore be granted, and plaintiff’s notion for partial summary
judgnment will be denied.

(b)
Damages

Even if, arguendo, plaintiff would be entitled to proceed to
trial in this case on liability issues, summary judgnment nust in
any event be entered in favor of defendant. In seeking summary
judgnment under Rule 56, defendant asserts that plaintiff has
produced no evidence indicating that it suffered danages as a
result of plaintiff’s infringenent, and furthernore that there is
no evidence of record supporting plaintiff’s claim that it is
entitled to an accounting and i njunctive relief. This Court would

agr ee.

Like & 1114, § 1125(a)(1) requires proof of the fact that use
in comerce of the challenged mark is “likely to cause confusion

23



Under the Lanham Act, a plaintiff, when a violation has been
established, “shall be entitled. . .subject to the principles of
equity, to recover (1) defendant’s profits, (2) any danmages
sustained by the plaintiff, and (3) the costs of the action.” 15
US C 8§ 1117(a). |In order to recover actual damages, a plaintiff
must prove that it has in fact been danaged and nmust al so establish

a reasonabl e basis for calculating its damages. Sei del mann Yachts,

Inc. v. Pace Yacht Corp., 1989 W. 214497 at *19 (D. Md. 1989).

Absent proof of actual danages, no award based on this aspect of
the recovery sought by a plaintiff can be made. 1d.

The unavailability of actual damages as a renedy does not
preclude a plaintiff from recovering an accounting of the

defendant’s profits. A.C. lLegg Packing Co., lInc. v. Qde

Plantation Spice Co., Inc., 61 F.Supp.2d 426, 433 (D. M. 1999).

However, in order to be entitled to an accounti ng and a recovery of
defendant’s profits, the plaintiff nust prove that the defendant
acted in bad faith. Id. In order to prove bad faith, the plaintiff
nmust show t hat defendant acted with “wi | ful deception” or “with the
deliberate intent to cause confusion, mstake or to deceive
purchasers.” Mtor City Bagels, L.L.C. v. Anerican Bagel Co., 50
F. Supp. 2d 460, 488 (D. Md. 1999).

As noted by defendant, there is no evidence in this record of
the amount of defendant’s profits nor of the anount of other
damages sustained by plaintiff because of the alleged infringenent
of its trademark. Plaintiff has not presented evidence that sal es
of its services were diverted or that its goodw Il and reputation

wer e damaged by defendant’s use of the term*®“Sterling Associates.”
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When asked whether plaintiff had | ost sales or had |ost business
with persons who contracted with defendant rather than wth
plaintiff, Karen Trostle, at her deposition, testified that she
coul d not give any specifics. Although admtting that plaintiff’s
damages “may still not be fully quantified,” plaintiff argues that
it has “certainly suffered losses in sales due to confusion of
magazi ne publishers” and that it has “suffered unnecessary expenses
and certaininjury toits business reputation as a direct result of
such ot her instances of confusion as to the ms-transfers” of funds
to defendant’s bank rather than to plaintiff’s bank. (Plaintiff’s
Menorandum i n Opposition at 4-5).

Unsupported assertions of this sort do not satisfy the
requi renents of Rule 56(e). Wen a notion for sunmary judgnment has
been nmade and supported, the adverse party may not rest upon nere
al l egations or denials of the other party’s notion but the adverse
party’s response by affidavits or other appropriate evidentiary

materials “must set forth specific facts showing that there is a

genuine issue for trial.” Id. (Enphasis added). | f the adverse
party does not so respond, summary judgnment will be entered agai nst
it. 1d.

Here, plaintiff has not pointed to specific facts in the
record showing that there is a genuine issue for trial as to its
entitlement to a recovery of damages. No attenpt has been nmade by
plaintiff to quantify the damages al |l egedly sustained by it. There
is no evidence in the record here that plaintiff |ost sales or that

its revenues declined because of custoner confusion. Mor eover

plaintiff is not entitled here to an accounting of defendant’s
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profits inthis case. As the Court has herein ruled, plaintiff has
not shown that defendant acted in bad faith. Since there is no
evi dence of willful deception on the part of the defendant or that
it acted with deliberate intent to cause confusion, mstake or
deception, plaintiff is not entitled to have this Court order an
equi table accounting and award damages to plaintiff based on

defendant’s profits. Mtor Cty Bagels, 50 F. Supp.2d at 488.

Under 15 U . S.C. 8 1116, federal courts are enpowered in a
trademark case to grant injunctions “according to the principles of
equity and upon such terns as the court nay deem reasonable in
order to prevent the violation of any right of the registrant” of
a trademark. On the record here, the Court is satisfied that, even
if plaintiff were to prevail at trial on the issue of liability,
plaintiff would not be entitled in this case to injunctive relief.
Principles of equity are to be applied by a court in deciding
whether in a particular case a plaintiff is entitled to an
injunction. 8 1116. For several reasons, plaintiff has not shown
that principles of equity require that this Court, if plaintiff
were to prevail in this case, should enter a pernmanent injunction
prohi biting defendant’s use of the term*“Sterling Associates.”

As noted herein, plaintiff waited sonme ten years before
asserting its trademark rights. Meanwhile, defendant, reasonably
assum ng that consuners would not be confused by the existence of
the two marks, invested substantial sunms in the pronotion of its
busi ness. Were an injunction to be now entered after so many
years, such relief would unfairly have a devastating effect on

defendant’s |l egitimate business interests.
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Def endant has in this case relied on the so-called “uncl ean

hands” defense. See Fox-Stanley Photo Prods., Inc. v. Gaguro, 339

F. Supp. 1293, 1295 (D. Mass. 1972). Whet her intentional or not,
plaintiff inproperly used the statutory notice synbol in a way
which differed from its registered mark. For exanple, on the
second page of plaintiff’s revised |loan application form there
appears the wording “Trust your boat financing to Sterling®
Acceptance Corporation” as well as the wording “the Oiginal
Sterling®. On page 3 of this application, the words “Sterling®
Acceptance Corporation” appear along one line at the top of the
page w thout the pyram dal design. Finally, on page 4, the words
“Sterling® Boat Loan Application” appear on one line at the top of
the page with the pyram dal design on both sides of the wording.
Clearly, plaintiff has pervasively msused the statutory
notice synbol ® Plaintiff does not have trademark rights in the
word “Sterling.” Plaintiff argues that the “unclean hands”
doctrine is inapplicable in this case because its msuse of the
statutory notice synbol was i nadvertent. Accordingto M. Trostle,
in preparing his loan application fornms, he relied on advice
received from an exam ning attorney of the Patent and Trademark
Ofice. Athough facts relating to plaintiff’s msuse of the
statutory notice synbol may not be sufficient to permt defendant
to prevail as to liability on the basis of the "unclean hands”
doctrine, what occurred here is sufficient for this Court inits
application of equitable principles to conclude that, even if
liability of defendant were established, plaintiff would not be

entitled to a pernmanent injunction. In Fox-Stanley, the Court
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denied a request for a prelimnary injunction where the plaintiff
had used the statutory notice with the mark “Fox Photo”, a mark for

which plaintiff did not own a regi stered trademark. 339 F. Supp. at

1295. Al though the plaintiff in that case owned numnerous
registered “Fox” trademarks, it did not own any registered
trademar ks contai ning the word “Photo.” Id. at 1294. Simlarly

in this case, plaintiff does not own a registered trademark

containing nerely the word “Sterling.” In L.F. Gaubert & Co. v.

The Institute of Electrical and El ectronics Engineers, Inc., 563

F. Supp. 122, 128 (E.D.La. 1983), the Court held that plaintiff’'s

use of the statutory notice with a mark that had not yet been
regi stered precluded injunctive relief. Significantly, the Court
inthat case held that the uncl ean hands def ense appl i ed whet her or
not plaintiff’s msuse was intentional or careless. 1d. Simlarly
in this case, principles of equity preclude plaintiff’s right to
injunctive relief if it were to prevail in this case. I ndeed,
plaintiff’s m suse of the statutory notice synbol “Sterling® " even
if not intentional, would be nore likely to cause confusi on anong
the parties’ customers and potential custoners than would
defendant’s use of the term*“Sterling Associ ates.”

For these reasons, defendant is also entitled to the entry of
summary judgnment inits favor as to the issue of plaintiff’s right
at atrial to recover damages and its right to injunctive relief.
This Court concludes as a matter of law that plaintiff has not
produced evidence indicating that, were it to prevail as to
liability, it would be entitled to an award of danages and to ot her

equitable relief.
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Vv

Concl usi on

In sum this case presents a dispute between two conpetitors
who for many years have offered the same type of marine |ending
services to prospective purchasers of boats and other marine
vessel s. Both plaintiff and defendant have used the word
“Sterling” in pronoting their businesses. Although plaintiff was
able in 1995 to register a trademark which included the word
“Sterling,” plaintiff has not in this case presented proof which
entitle it at trial to a judgnent against defendant under the
Lanham Act or Maryland | aw for infringenment and unfair conpetition.

On the record here, this Court has concluded as a matter of
|aw that defendant’s use of its mark is not Ilikely to cause
confusi on anong the consuners of the parties’ services. Moreover,
plaintiff has suffered no injury or |osses because of w ongful
conduct on the part of defendant.

For all the reasons stated herein, defendant’s notion to
strike will be granted in part and denied in part, and defendant’s
nmotion for summary judgnment will be granted. Plaintiff’s notion
for partial sumnmary judgnent will be denied. An appropriate O der

will be entered by the Court.

Senior United States District Judge

DATED:
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